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1. Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-11, drawn to a process for immersion coating a filament with radiation 
polymerizable liquid, classified in class 427, subclass 512. 

II. Claims 12-19, drawn to an apparatus for coating a filament and exposing it to actinic 
radiation, classified in class 118, subclass 620+ or 400+. 

2. The inventions are independent or distinct, each from the other because: 
Inventions group I and, group II are related as process and apparatus for its practice. The 

inventions are distinct if it can be shown that either: (1) the process as claimed can be practiced by 
another and materially different apparatus or by hand, or (2) the apparatus as claimed can be used to 
practice another and materially different process. (MPEP § 806.05(e)). In this case, the apparatus can be 
used for a materially different processes, because the particular coating material is not part of the 
apparatus, hence the liquid in the apparatus's reservoir could be liquids other than photopolymerizable 
liquids, such as thermosetting liquid resin or photo- or thermal-decomposable liquids. Also, the effect of 
the actinic radiation on the liquid applied, or in which a filament is immersed, is a method limitation, 
hence the apparatus could be used for a process where the radiation was employed for thermal effects, 
such as thermal curing or to melt or anneal a liquid coating, or the actinic radiation could cause thermal or 
photodecomposition of a liquid reagent to produce coating. 

3. Because these inventions are independent or distinct for the reasons given above and 
there would be a serious burden on the examiner if restriction is not required because the inventions have 
acquired a separate status in the art in view of their different classification, restriction for examination 
purposes as indicated is proper. 

Because these inventions are independent or distinct for the reasons given above and there would 
be a serious burden on the examiner if restriction is not required because the inventions have acquired a 
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separate status in the art due to their recognized divergent subject matter, restriction for examination 
purposes as indicated is proper. 

Because these inventions are independent or distinct for the reasons given above and there would 
be a serious burden on the examiner if restriction is not required because the inventions require a different 
field of search (see MPEP § 808.02), restriction for examination purposes as indicated is proper. 

4. During a telephone conversation with Gregg Rosenblatt on 5/9/2006 a provisional 
election was made without traverse to prosecute the invention of group I, method claims 1-11. 
Affirmation of this election must be made by applicant in replying to this Office action. Claims 12-19 are 
withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being drawn to a non-elected 
invention. 

5. Claims 1-1 1 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

In claim 1, in the "exposing..." step, it is uncertain where the "liquid composition" is when it is 
"adjacent said portion", since "adjacent" does not necessarily mean in contact with, i.e. it could be next to 
but not touching the portion while in the reservoir, it could be before or after immersion of the portion, it 
could be referring to liquid that adheres to via capillary action on the portion, etc., so the exposing could 
acquire during or after, or even before the immersing (there are no temporal or antecedent requirements in 
the claims that would limit this). From applicants figures 1-2, it appears that the exposing is intended to 
occur during the immersing, but this is not clear nor necessitated from the claim language. 

In claim 1, "I bursting... a portion of a filament... to a depth", is somewhat unclear, in that it is 
uncertain what portion of the filament is at the claimed depth. As the filament is horizontal, does the 
depth refer to the portion of the filament on the underside or bottom, or could it be the top portion, or 
what portion? While this might be considered merely broad, hence not a 1 12 problem, it could also be 



Application/Control Number: 1 0/645,02 1 Page 4 

Art Unit: 1762 

considered a clarity issue, since it can affect what is coated, for example if the depth is where the bottom 
portion resides, the top may not be immersed, or if the irradiation is supposed be done during immersion 
(although not necessitated by the claimed language). 

In claim 4, when the "adjusting said depth" occurs is unclear. Merely immersing could be 
considered to read on this, since the depth is changed from zero or some height above the liquid surface, 
to a value with a positive depth (or it hasn't been immersed), such that the depth may be considered 
adjusted by putting it in the liquid. In claim 5, whether the claimed "depth" is before or after the claimed 
adjusting is unclear. 

In claim 6, the limitation "focusing radiation... in a plain adjacent to the surface of said liquid 
composition" is ambiguous, as it is uncertain if this means that the focal point is caused to form 
somewhere in this plane, or if the focus is to be made to take the shape of a plane. Note that either could 
be applied to the claimed location adjacent to the composition surface. Neither claims 7 or 8 clarify this 
issue. 

6. With respect to claim 11, and the term "aspect ratio", the examiner notes that while holes 
may typically be described as having aspect ratios that describe the ratio of the width to the depth of the 
hole, applicant has provided a definition of this term with respect to their invention in the specification in 
the paragraph bridging pages 7-8. Specifically, "aspect ratio" was defined as "the deviation from the 
circular of the cross-section and circumference of a coated filament", with values between about 1.1 & 
about 1.5 said to indicate relatively small deviation from a circular cross-section. Claims 10 & 1 1 appear 
to be consistent with this definition. 

7. Copending case to Abe et al. (6549712 B2) two overlapping inventors is of interest for 
recoding portions of optical fibers that have been stripped, but the patent employs mold coating, not 
emerging coating. 
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8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 1-4 & 10-1 1 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by 
Wakabaysahi Tetsuo (JP 09-166718). 

Wakabaysahi teaches a horizontal or version coating of a bear section of an optical fiber, with a 
UV curable resin (abstract; figure 2; [0025]), then continued coating processing using a guy, a resin pool, 
then UV curing (figures 3t7; [0004]; [0007]; & [0026-31]), so as to produce substantially the same outer 
diameter on the coated section at the outlet from the die (for a round diameter optical fiber this is 
considered to inherently provide the claimed aspect ratio). UV irradiation sources are illustrated as next 
to or adjacent to the coated fiber having uncured coated resin on the fiber until irradiation cures it, thus 
reading on the claimed "adjacent" to liquid composition. 

Wakabaysahi does not discuss UV source devices & parameters, however use of lenses to 
controlled location & intensity of applied light constitute standard procedures in UV curing or in any 
process where the effects of applied light are critical to the results, such that focus & distribution would 
have been expected by one of ordinary skill in the art to have been optimized for the shape of the coating 
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being cured, hence for the taught optical fiber, the whole coating encircling the diameter would have been 
expected to be evenly exposed over the length of the curing zone, thus a focal plane which would produce 
such exposure would have been expected to be employed, and lenses are standard devices for controlling 
such. 

While the immersion that shown in figure 2 does not illustrate a fixture for holding the optical 
fiber, it is highly unlikely that an optical fiber would have achieved the illustrated shape without some 
holding means, hence it would've been obvious to one of ordinary skill in the art to employ some means, 
i.e. fixture, to produce the illustrated configuration. The depth employed would have been any depth that 
ensures complete coverage, thus would have been inclusive of claimed depths if the measurement was 
from the top side of the horizontally immersed fiber. 

10. Kokura et al. (6069988) cited by applicants, is noted to be cumulative to the above 
rejection for teaching UV curing of recoded optical fiber pair sections (column 6, line 49-column 7, line 
65+), as are Ali et al. (5756165) & Cowen et al. (5636307). 

Bear et al. (4338352) & Henderson (5073403) interest for showing the ability to photocure resin 
on optical fibers, while immersed, but employ a vertical immersion technique, not horizontal. Broome et 
al., Nguyen et al. & Mangum are analogous to Wakabaysahi for the configuration/curing sequence, but 
directed to different types of continuous substrates, such as thread, polyolefin fiber, fiberglass, 
respectively. Koch et al. (2002/018782) provides discussion/illustration of the importance of depth in UV 
curing through a bath. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marianne L. Padgett whose telephone number is (571) 272-1425. The 
examiner can normally be reached on M-F from about 8:30 a.m. to 4:30 p.m. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Timothy Meeks, can be reached at (571) 272-1423. The fax phone number for the organization where 
this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-2 1 7-9 1 97 (toll-free). /] ■ / J 
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